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The Current Law of Trade-Marks and Unfair Com- 
petition in the United States 


This publication, issued monthly, contains all current deci- 
sions of the law of trade-marks, trade-names and unfair competi- 
tion in the courts of the United States, and of the several States 
and in the United States Patent Office. The text of opinions is 
given in full so far as they relate to trade-marks, or allied sub- 
jects, with references to the official or other reports, if any, in 
which the cases are to be found, and with annotations and cross 
references, designed to illustrate the development and assist in 
the study of this branch of the law. 

It likewise contains the text of all legislative enactments of 
the several state legislatures, and of the federal congress, re- 
lating to the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced 
by courts and legislative bodies from year to year. In includes 
also all treaties and conventions to which the United States is a 
party, relating to trade-marks. Each annual volume will be com- 
pleted with an index, digest and table of cases, that will make its 
contents readily accessible for reference. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is TWO DOLLARS per year in the United States, Canada 
and Mexico; elsewhere TEN SHILLINGS. 

Tue Unirep States TRADE-MaARK ASSOCIATION, 
32 Nassau Street, 
New York City. 








{ 
| 





CONTENTS 


United States District Court: 
The Thermogene Co., Ltd. v. The Thermozine Co., Inc. 
The Elliott Varnish Company v. Sears, Roebuck & Co. 
Sprigg v. Fisher 
Rudge-Whitworth, Ltd., et al. v. Houk Manufacturing 
Company 
New Jersey Court of Errors and Appeals: 
New York and New Jersey Lubricant Co. v. 
Young (No. 16) 
New York Supreme Court: 


Oneida Community, Limited, Appellant and Respond- 


ent v. Oneida Game Trap Company, Inc., Respond- 
ent and Appellant 
Court of Appeals of the District of Columbia: 
The Fischbeck Soap Co. v. Kleeno Mfg. Co. .......... 
The Anglo-American Incandescent Light Co. v. The 
General Electric Co. 
Lincoln Paint & Color Co. v. The American 


Works 


Page 
303 
300 


x a 


311 





cw sd pin ital eh alibi oer 





Published 


by 


The United States Trade-Mark Association 


AN ORGANIZATION FOR THE PROTECTION OF TRADE-MARKS AND TRADE NAMES 
32 NASSAU ST., NEW YORK 


Organized 1878 


Medal, World’s Columbian Exposition, 1893 Grand Prix, Paris Exposition, 1900 


OFFICERS OF THE ASSOCIATION 


EBERHARD FABER, President 
(200 Fifth Avenue, New York) 

A. J. Horuick, Vice-President 
(37 Pearl Street, New York) 

ALBIN TROJAN, Treasurer 
(130 Fulton Street, New York) 

ARTHUR WM. BARBER, Secretary 


(32 Nassau Street, New York) 





Copyright, 1915, 
by 
The United States Trade-Mark Association. 





Entered as second-class matter July 12, 1911, at the 
Post Office at New York City, under the act of con- 
gress of March 3, 1870. 





SEP -4 1915 


OCOCLBS 89560 


The 


Trade-Mark 
Reporter 


Vol. 5 NEW YORK, AUGUST, 1915 No. 8 


UNITED STATES DISTRICT COURT 
THe THERMOGENE Co., Lrp., v. THE THERMOZINE Co., INC. 
Southern District of New York 
June, 19015. 


TRADE- MARK—DESCRIPTIVE Worp. 

The word “Thermogene,” a French word whose English correla 
tive is substantially the same, is descriptive and hence not the proper 
subject of a trade-mark for a medicated cotton wadding so prepared 
as to act as a counter-irritant by the production of local heat, on 
application to the body 


In Equity. Decision for the defendant. 


Hervey, Barber & McKee, Solicitors for Complainant ( Lan- 
ier McKee, Counsel). 

Edward H. Daly, Solicitor for Defendant (Joseph F. Daly, 
Counsel ). 


Aucustus N. HaNnp, District Judge—Complainant sues for 
infringement of its registered trade-mark ‘“Thermogéne” by de- 
fendant’s trade-mark ‘“Thermozine.”” Complainant’s trade-mark 
is applied to cotton wadding so prepared as to act as a counter- 
irritant and to reduce swellings and inflammatory conditions. De- 
fendant’s trade-mark is applied to goods designated in the declar- 
ation upon which the trade-mark was granted as a dry poultice, 
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but the cotton instead of being so prepared as to act alone as 
a counter-irritant, was accompanied by a package of wax which 
had to be applied to the cotton before using. The goods were in 
each case intended to reduce inflammation by counter-irritation 
and | consider of substantially the same class. 

The defendant insists that the word “Thermogéne” is a 
Irench word meaning giving birth to heat, and produces a stand- 
ard French dictionary containing the word with this definition. 
The strict English equivalent is “Thermogen” which is defined to 
the Century Dictionary as producing heat. Both these words 
are compounded from the Greek word “Therme,” heat, an the 
suffix “gen” from which the word “genesis,” or birth, is derived. 
Both the French and the English words are uncommon, but ap- 
parently in established use. 

The physiological effect of the operation of the complain- 
ant’s preparation is in fact the production of local heat. If, for 
example, the preparation be applied to a swollen joint, the effect 
is to draw the blood to the surface of the skin and away from 
the joint itself, thus reducing the inflammation, but, in so doing. 
producing heat as a local rise of temperature at the point of 
application will, | understand, attest. Entirely aside from whether 
a local rise of temperature would be caused, there is no doubt 


that a feeling of heat is one of the most pronounced effects of 
such a counter-irritant. 


In view of the foregoing facts, I am constrained to hold that the 
word “Thermogene” is really, as contended by defendant’s counsel, a 
word of precise description. Though it be a fact that complainant's 
word is a foreign word, little or not at all known in this country, there 
is still no exclusive right to its use as a trade-mark. 


As was said by Mr. Justice Chitty in the case of Davis & 
Co. v. Stribolt & Co., 59 L. T. Rep., N. 


S. 854, in discussing 
the Norweigian name “Bokol”: 


“To say that évery word is a fancy word because it is unknown 
to an average Englishman would be plainly to lay down a proposition 
which could not for a moment be maintained. There are many 1 


goo 


English words descriptive of articles which are unknown to an average 
Englishman taking rather a high standard. Now, for the sake of cau- 
tion and limiting my proposition to the European languages, I am 
of the opinion that, in reference to an article produced in a foreign 
country and imported into England where it was previously unknown 
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and without a name, the word used in that foreign country as the 
common term to describe or denote the articles is not a fancy word 
within the meaning of the act.” 

The difficulty with any other method of reasoning in cases 
of this sort is that the court is practically left without any guide 
in reaching a determination if it abandons the strict rule, which 
| admit has been more strongly adhered to in the English cases 
than in many of our own courts, that a term which 1s really 
reasonably descriptive of any goods, whether or not the term be 
rare, cannot be registered as a trade mark. This is illustrated 
by the English cases 


Re Grossmith’s Trade-Mark “Emollio.” 60 L. T. Rep. N. 5., 612. 
The Trade-Mark “Sanitas,’ 58 L. T. Rep. N. S., 166. 


'anDusen’s Trade-Mark, 56 lL. T. Rep. N. S., “286. 

| reach the conclusion I have in this particular case with 
some hesitation owing to the fact that Judge Lacombe granted 
a preliminary injunction in this suit [Reporter, vol. 5, p. 147]. 
He apparently, however, only considered the fact that the de- 
fendant’s name plainly infringed the name used by complain- 
ant, and did not, so far as appears from his memorandum, have 
before him the fact that the name “Thermogéne” is a word in 
use in the French language, and that substantially the same word 
appears in the English dictionaries also. I should certainly have 
reached the same conclusion that he did if the dictionary words 
had not been brought to my attention and fully examined and dis- 
cussed. 

While there has been some divergence in the decisions of 
the state courts and among the federal courts, other than the 
supreme court of the United States, I think the latter has sus- 
tained the rather strict view in regard to trade-marks which I 
have adopted in this case. 

In the recent case of Standard Paint Co. v. Trinidad As- 
phalt Mfg. Co., 220 U. S., 446 [Reporter, vol. 1, p. 10], the su- 
preme court held that the word “Rubberoid” was descriptive and 
could not be appropriated as a trade-mark by the complainant. 
The goods to which the term “Rubberoid” applied were roofing 


which contained no rubber but was supposed to have qualities 
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like rubber in that it was more or less flexible and impervious 
to water. 

After careful consideration I am of the opinion that the 
word “Thermogeéne” is not arbitrary or fanciful, but a descrip 
tive term, and that, therefore, it is not the proper subject of a 
trade-mark. 

For the foregoing reasons the bill must be dismissed. 


THe Evuiorr VARNISH COMPANY vy. SEARS, RoEBUCK & Co. 
(221 Fed. Rep., 797) 
N. D. Illinois, Eastern District, March 26, 1015 


TrapvE-MArKS—Worps Susyect to Use—INFRINGEMENT. 

“Roof Leak” in a valid trade-mark as applied to roof paints and 
is infringed by the use of the words “Never Leak” applied to a 
similar paint, since the latter obviously suggests the same idea as 
the former 

2, Trape-MARKS—TERMINATION OF LICENSE To USE 

Where the defendant, a mail order house, contracted to sell 
the plaintiff's product known as “Roof Leak” under the trade-mark 
“Never Leak,” the defendant’s right to use the words “Never Leak” 
did not outlast the contract, which terminated when the defendant 
ceased to order goods from the plaintiff 


In Equity. Decree for complainant. 


Walter H. Chamberlain, of Chicago, Ill., for complainant. 
Miller & Chindahl and Lincoln B. Smith, all of Chicago, IlL., 
for defendant. 


SANBORN, District Judge—This is a suit brought on a reg- 
istered trade-mark for “Roof Leak.’ Jurisdiction also exists by 
reason of diverse citizenship, the amount in dispute also being 
in excess of $3,000, exclusive of interest and costs. The evidence 
shows that complainant has spent a very large sum, probably 
$50,000, in advertising the material covered by the trade-mark, 
and has sold it to jobbers throughout the country in large quan- 
tities. Defendant, a mail order house in Chicago, IIl., is selling 
a roof paint under the name of “Never Leak,” and this is alleged 
to be an infringement. 

It appears that in March, 1909, complainant and defendant 
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made a verbal contract with each other for the sale by defend- 
ant of complainant’s product by the name of “Never Leak,” and 
under this arrangement defendant sold the same for a short 
time, and then discontinued ordering further supplies of paint 
from complainant, but continued to use the trade-name “Never 
leak” in its catalogue to advertise paint supplied by other persons. 
There was no agreement between the parties that the defendant 
should have any right to use the words “Never Leak” upon any 
goods other than those furnished by complainant. 

| think the trade-mark is valid, under the cases cited in 
Hopkins on Trade-Marks, 96, among which the following have 
been sustained: “Cream,” referring to baking powder; “Snow- 


flake,” referring to crackers or bread; “Anti-Washboard,” sug- 


9 
gesting soap; “Bacco Curo” and “No To Bac”; “Baffle,” refer- 
ring to safes; “Balm of a Thousand Flowers,” a cosmetic; 
“Slate,” a roof paint; and “Swandown,” a face powder. 

“Never Leak” obviously suggests the same idea as “Roof 
Leak,” when applied to a paint, and | think it is an undoubted 
infringement. The use made of the words “Never Leak” by the 
defendant with complainant’s consent did not outlast the verbal 
contract between them, which had no further operation from 
the time defendant ceased to order complainant’s product. The 
case of Société des Huiles d’Olive v. Rorke (5 App. Div., 175, 
39 N. Y. Supp., 28; Id., 82 Hun, 611, 31 N. Y. Supp.. 51). (*) 
does not establish any different rule. 

There should be a decree establishing complainant’s exclusive 
right to the use of the words “Roof Leak,” or any words of 
similar import, as a trade-mark for liquid roofing paint or coat- 
ing, that the defendant has infringed such trade-mark by the 
use of the words “Never Leak” and by simulating the labels 
and advertising matter of the complainant, and for a permanent 
injunction, damages, and costs, as prayed for in the bill of com- 


plaint. 


(1) Reported in full in the New York supplement; reported as 
memorandum decision without opinion in 82 Hun, 611. 


Dp 
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SPRIGG v. FISHER 
(222 Fed. Rep., 964) 
District of Maryland, April 29, 1015 


1. UNrarR CoMPETITION—UNITED STATES COURTS—J URISDICTION. 

Where the parties to a suit in unfair competition are citizens of 
the same state, the federal court has no jurisdiction except in so 
far as the unfair competition is alleged to be carried on by the in- 
fringement of a registered trade-mark. 

UNFAIR COMPETITION—J URISDICTION—DISMISSAL ON MOTION. 

Where it is clear that there has been no infringement of a reg- 
istered trade-mark, and no diversity of citizenship, the bill may be 
dismissed upon demurrer, or practice, on motion. 

UNITED STATES CouRTS—JURISDICTION. 

A court of equity, whose jurisdiction has been invoked to give 
relief, which only such court is competent to furnish, may some- 
times confine the relief given to something which might have been 
obtained from a court of law. but a federal court cannot give re- 
dress in a suit for unfair competition and infringement of a reg- 
istered trade-mark by citizens of the same state, where it appears 
that no such infringement has taken place, this being the only ground 
to support the jurisdiction of the federal court. 


to 


w 


In Equity. On motion to dismiss. Motion granted. 


John C. Tolson, of Baltimore, Md., for plaintiff. 
Harry N. Baetjer, of Baltimore, Md., for defendant. 





Rose, District Judge—Plaintiff alleges infringement of a 
registered trade-mark and unfair competition. The defendant 
has moved to dismiss. All the parties are citizens of Maryland. 
This court is therefore without jurisdiction of so much of the 
bill as alleges unfair competition carried on otherwise than by 
the infringement of a registered trade-mark. (Elgin National 
Watch Co. v. Illinois Watch Case Co., 179 U. S., 665, 21 Sup. 
Ct., 270, 45 L. Ed., 365; A. Leschen & Sons Rope Co. v. Brod- 
erick & Bascom Rope Co., 201 U. S., 166, 26 Sup. Ct., 425, 50 
L. Ed., 710.) 


The trade-mark as registered is: 
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JUMBO 
WITCH HAZEL 


a Be 


TOILET PAPER 
> Thersaghly, Medicated *- 


EXPRESSLY PREPARED, AND 
FOR FINE DRUGGISTS’ TRADE. 


The defendant’s device is: 








ROYAL 


CARBOLATED Fon er 


from injurious chemicals. The 
ANTISEPTIC qualities of this 


brand have no superior for health 
and safety. Manufactured express- 
Tmo we ly for the select trade: 





Toilet - Paper ey 


THOROUGHLY MEDICATED 


Expressly Prepared for the Select Trade 








There is no similarity between the two, except in the use 
of certain descriptive words equally open to both parties and to 
the rest of the world. If defendant is trying to sell his goods as 
. those of the plaintiff, he has not done so by either using or imi- 

tating plaintiff’s trade-mark. 

The accepted principles of trade-mark law have been sup- 
posed to be in some respects rigid. Difficulties in applying them 
sometimes arise (Hanover Star Milling Co. v. Allen & Wheeler 
Co., 208 Fed., 513, 125 C. C. A., 515 [Reporter, vol. 3, p. 521]). 

The litigation which terminated in Thaddeus Davids Co. v. 
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Davids Mfg. Co. (233 U. S., 461, 34 Sup. Ct., 648, 58 L. Ed., 
1046 | Reporter, vol. 4, p. 175]), illustrates some of the embar- 
rassments which may result when the legislature says that trade- 
marks may be acquired in words or symbols which have not 
theretofore been subject to exclusive appropriation for such pur- 
pose. Such considerations suggest caution in extending either 
the class of marks or phrases which may be used as technical 
trade-marks or in giving too broad a construction to a valid 
trade-mark. It is unnecessary to do the one or the other. A 
merchant or manufacturer is not solely, or even chiefly, depend- 
ant upon a trade-mark for protection against attempts to palm 
off as his the goods of another. Courts of equity are keen to sup- 
press unfair competition, no matter what guise it assumes. 

No case of infringement of a registered trade-mark is dis- 
closed by this bill. Plaintiff admits that bills for the infringement 
of a patent or a trade-mark may be dismissed upon demurrer, 
or its modern equivalent of motion, but in his view only when 
the invalidity of the patent or trade-mark is apparent on the face 
of the bill. He claims that there are no causes in which such 
action has been taken merely because, in the opinion of the 
court, noninfringement is evident. He may be right that such 
cases are rare, or even nonexistent. It is obviously a power 
to be sparingly exercised, and then only in very clear cases; 
but, when it is clearly evident that there has been no infringement, 
it is the duty of the judge to save the trouble, expense, and delay 
of further proceedings. 

Plaintiff argues, however, that there is another reason for 
retaining the bill. He has in good faith charged infringement. 
Over that charge this court has jurisdiction, and it should pro- 
ceed to pass on all the questions involved. If, after hearing all 
the evidence, it is satisfied that, while the defendant has not 
infringed the trade-mark, he has unfairly competed, it should 
give complete relief by enjoining the further prosecution of such 
unfair competition. This contention rests upon a confusion be- 
tween the consequences of limitations upon the powers of courts 


of equity as such, and the restrictions imposed upon the juris- 
diction of the federal courts, whether of law or of equity, by 
the Constitution and statutes of the United States. 





























RUDGE-W HITWORTH, LTD. V. HOUK MANUFACTURING CO. 3,11 


A court of equity, whose jurisdiction has been invoked to 
give relief which only such court is competent to furnish, may 
sometimes, after it has heard the whole case, be of opinion 
that justice and right can be best done by confining the relief 
given to something which might have been obtained from a 
court of law. Such relief the chancellor may award, although 
if the bill originally had sought that, and nothing more, he must 
have declined jurisdiction. But a federal court cannot decide 
a controversy to which the judicial power of the United States 
does not extend merely because plaintiff has mistakenly assumed 
that some federal right of his has been infringed. A _ plaintiff 
cannot in the federal courts secure redress for unfair compe- 
tition by a citizen of the same state merely by alleging that such 
defendant has infringed a registered trade-mark, when in point 
of fact no such infringement has taken place, and in that respect 
it is immaterial whether the allegation was made in good or 
bad faith. 

It follows that the motion to dismiss must be granted. 


RupGE-W HIrwortH, Lrp. et al v. HouK MANUFACTURING Com- 
PANY 


(221 Fed. Rep., 678) 
Eastern District of New York, May J, IOI] 


TRADE-M ARK—INFRINGEMENT—PRELIMINARY INJUNCTION 
Where the situation is such that the injury resulting from a 
preliminary injunction might equal that resulting from a denial 
thereof, and where the rights of both parties are in doubt, such 
preliminary injunction will not be granted. 
In Equity. On motions for preliminary injunctions. Mo- 
tions denied. 


Augustus B. Stoughton, of Philadelphia, Pa., for complain- 
ants. 

Rogers, Locke & Babcock and Wilhelm & Parker, all of 
Buffalo, N. Y. (Simon Fleischmann, of Buffalo, N. Y., 


of counsel), for defendant. 
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Haze, District Judge——Taking into consideration the dif- 
ficulties arising from the construction of the license granted 
by the complainant Rudge-Whitworth, Limited, to the Standard 
Roller Bearing Company and the George W. Houk Company, 
as to whether the licensees were joint licensees in relation to 
the manufacture and sale of the inventions and the use of the 
trade-name, or whether they were part owners of the license 
and rights thereunder, each licensee having separab!te rights to 
manufacture, use, and vend without the consent of the co-owner, 
and considering the conflicting affidavits regarding the termina- 
tion of the contract of October 29, 1912, between the Standard 
Roller Bearing Company and George W. Houk, individually, 
and the Houk Company, and also the affidavits relating to the 
asserted unreasonable withholding of approval by Rudge-Whit- 
worth, Limited, of the wheels manufactured by the defendant 
company under the license, questions of law and fact are involved 
which | am disinclined to determine upon a motion of this char- 
acter. 

The license in question and -the agreement thereafter en- 
tered into by the Standard Roller Bearing Company and George 
W. Houk, individually, and the Houk Company, by which the 
former was to manufacture the wheels, and the latter to sell 
them, and the asserted inability of the Standard Roller Bearing 
Company to fill orders for the manufacture of such wheels and 
to comply with other provisions of the contract, would seem 
to inject herein correlative equities which can only be ignored 
at this time at the expense and inconvenience of either the 
Standard Roller Bearing Company or the defendant. From the 
papers read on this application and the circumstances surround- 
ing the entire transaction, | am unable to form an opinion as to 
whether the complainants will ultimately succeed herein. Cer- 
tainly it is a question not free from difficulty and doubt, if there 
is analogy to the case of Blackledge v. Weir & Craig Mfg. Co. 
(108 Fed., 71, 47 C. C. A., 212), and the case of Lalance & 
Grosjean Mfg. Co. v. National Enameling & Stamping Co. 
(C. C.) (108 Fed., 77), and cases cited, wherein it was substan- 
tially held that where two or more persons hold under a patent, 


either as patentees or by assignment, each is free to use it for 
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his own interest, “independent of his co-owner, but subject to 
their equal rights.” It is not perceived why this rule by a parity 
of reasoning does not apply to joint licensees of a patent. 

The complainants contend that the breach of the contract 
by the Standard Roller Bearing Company, as claimed by the de- 
fendant, does not relate to the principal purpose for which the 
contract was made, and that hence that company should not be 
permitted to suffer damages and jeopardy of the good will of 
the business, while the other party to the contract engages in the 
exploitation of the patent and trade-name, and contracts with 
another party to manufacture the product. A partial answer to 
this, aside from the general claim that the Standard Roller Bear- 
ing Company first terminated the contract, is that the conceded 
financial embarrassment of the latter may not be overcome, that 
insolvency and bankruptcy may intervene, and that the pending 
equity action to conserve its assets may ultimately ripen into 
dissolution of the company, thus endangering the rights and in- 
terests of its co-licensee. The situation is thought to be such 
that the injury resulting from the granting of a preliminary 
injunction might equal that resulting from a denial thereof, and 
in such a situation, since complainants’ rights thereto are not 
clear, an injunction pendente lite will not be granted. 

The motions are therefore denied. 


NEW JERSEY COURT OF ERRORS AND APPEALS 


New YorkK & NEw JeErsEY Lusricant Co. v. O. W. Younce. 
(No. 16.) 


94 Atl. Rep., 570) 


(Syllabus by the court) 
June 14, 1915 


TrAvDE-MARKS AND TRADE-NAMES—DESCRIPTIVE WorpDS—MISREPRESEN 
rATION—NONFLUID OILS 
The complainant put on the market an article which it called 
“nonfluid oil.” It had the consistency of a grease, and, on account 
of its nonfluid character, might popularly be called a grease. It was 
composed of oil to an extent varying from 75 to 95 per cent, and its 
consistency was obtained by a process of saponification, by which the 
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particles of oil were supposed to be held in occlusion: Held, that the 
words “nonfluid oil” were descriptive, and that complainant was not 
entitled to an exclusive property right therein; that the product might 
fairly be called a grease or an o:l; that the name “nonfluid oil’ was 
not a material misrepresentation; and that the complainant was 
entitled to an injunction to restrain simulation by the defendant. 

Appeal from court of chancery. Decree reversed and re- 

mitted for further proceedings. 


i;dward M. Colic, of Newark (A. D. Kenyon, of New York 
City, on the brief), for appellant. 

Chester W. Fairlie, of Newark (Lum, Tamblyn & Colyer, 
of Newark, on the brief), for appellee. 


Swayze, |.—The learned Vice Chancellor held that the words 
“nonfluid oil” were descriptive and could not be exclusively 
appiopriated by the complainant, and that, as applied to the 
product marketed by the complainant under that name, they were 
descriptive. We agree with him that the words are descrip- 
tive. It is shown that there were oils like cocoanut oil, 
palm oil, and cylinder oils that were nonfluid. There is no reason 
why any one dealing in those articles should not, if he chose, 
call them nonfluid oils, and it may well be that, in the progress 
of knowledge, other oils may be produced which shall have the 
property of being nonfluid; in fact, as will appear, we see no 
reason why the complainant’s product may not be called a non- 
fluid oil; if so, the defendant's product may be called by the same 
name. ‘The complainant is not entitled to an exclusive property 
right in ordinary English words which fairly describe a com- 
modity that is or may be on the market. 

\Ve disagree with the Vice Chancellor in his conclusion 
that the application of the name “nonfluid oil” to the complain- 
ant’s commodities is a materia! misrepresentation. The commod 
ities are composed of oil to the extent of 75 to 95 per cent. By 
a process called saponification, the particles of oil are supposed 
to be held in occlusion, so that the resulting product is no longer 
fluid as the oil was before. In view of the fact that there are 
substances properly called oils, which are not fluid or not al- 


ways fluid, we see nothing in the meaning of the words “non- 
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fluid oil” themselves to prevent their application to the com- 


plainant’s product. A product composed of oil to the extent 


of 75 per cent may fairly be called an oil. The fact that it 
is not pure oil is not important. No one hesitates to call the 
ordinary water of our lakes and rivers, or that which has fallen 
in the form of rain, or has been produced by melting ice or 
condensing steam, by the name of water; nor does the same 
involve any misrepresentation because the product is not pure 
water but contains varying percentages of impurities. The name 
“water” 1s not deceptive because pure water is not to be found 
outside of laboratories. It is quite natural and not improper to 
call by the name of oil a substance of which oil forms 75 to 95 
per cent. The addition of the word “nonfluid’” merely adds a 
descriptive adjective, the truth of which is not questioned. The 
only difficulty in the case arises from the fact that the parties 
agree that the complainant’s product was a grease—the com- 
plainant in the effort to persuade the court that the words ‘“non- 
fluid oil” were not descriptive, and were subject to exclusive 
appropriation; the defendant in order to persuade the court that 
the words were deceptive. 

The product might with propriety be called either an oil or 
a grease. The meaning of common English words is not deter- 
mined a priori with scientific accuracy and nicety. Even the lex- 
icographers seem to regard fluidity as a necessary characteristic 
of an oil, disregarding the existence of palm oil, cocoanut oil, 
cylinder oils, and vaseline. In the case of an article of commerce, 
the meaning of a term is the growth of common usage of the 
mercantile community. COne man looking at the consistency of 
the product, not unknown but somewhat unusual for an oil, might 
well call the article a grease; another knowing its actual com- 
position and the mechanical character of the mixture which gave 
the desired consistency might well call it an oil. In neither case 
would a purchaser be deceived. One to whom fluidity was de- 
sirable could not help seeing that the complainant’s article was 
not what he desired; the one to whom oil of such consistency 
as to be nonfluid was desirable would get what he wanted. 

The Vice Chancellor rightly found that in some, at least, 
of the defendant’s cans and packages, there was a design to imi- 
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tate the make-up of complainant’s cans and packages. An ex- 
amination of those produced before us at the argument justifies 
the Vice Chancellor’s conclusion. Since we think the complain- 
ant is not precluded from relief by its own conduct, we think 
it was entitled to an injunction to restrain the simulation by the 
defendant of its products. To that end the decree must be re- 
versed, and the record remitted for further proceedings in con- 
formity with this opinion. The complainant is entitled to costs 
in both courts. 
Kalisch, Black and Williams, JJ., dissent. 
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Woopwarp, J.—The plaintiff, the Oneida Community, Lim- 
ited, and its predecessors have manufactured game traps for a 
period of sixty years, and it appears from the evidence that it 
now produces and sells about 92 per cent of all the game traps 
used in the world and about 80 per cent of the traps used in 
the United States. It has factories located at a settlement known 
as Sherrill, now within the corporate limits of the City of 
Oneida, and at Niagara Falls, Ontario, and having a commanding 
position in the industry of manufacturing game traps. it must be 
obvious that it has a good will which would be of great value 
and which would naturally be desired by a competitor attempt- 
ing to establish a like business. The evidence in the case clearly 
establishes the existence of this good will; it shows conclusively 
that the Oneida Community, Limited, game traps have an estab- 
lished reputation; that they are well known to the trade and to 
the users of traps, and that all competitors have found it dif- 
ficult to replace the plaintiff in the estimate of those engaged 
in trapping, either professionally or as an incident to the life of 
farmer boys. Having this established business, with its im- 
mensely valuable good will, which facts are important to be kept 
in mind in dealing with the evidence in this case, the plaintiff 
has brought this action to restrain the defendant from an in- 
fringement of its registered trade-mark, as well as from 
unfair competition, and for damages. It has succeeded in part 
in that the Court has given judgment in its favor, but this the 
plaintiff deems inadequate and has appealed from the judgment, 
while the defendant appeals from so much of it as awards any 
relief whatever to the plaintiff. 

It is conceded on the part of the defendant that the plaintiff 
had heretofore registered the word “Oneida” as a part of its 
trade-mark “Oneida Community,” under the ten-year clause 
of the Act of Congress of February 20, 1905, and that this 
trade-mark was used by the plaintiff in interstate and foreign 
commerce and in trade with the Indian tribes; but it is urged that 
the court was without jurisdiction to construe or enforce this 
federal statute, and, as this must have a very important bearing 
upon the proper disposition of this litigation, it is important 


that this jurisdictional question be disposed of now. The argu- 
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ment of the defendant is that the question of the effect of the 
ten-year clause upon the plaintiff's rights was not a common- 
law question; that it depended entirely upon the federal statute 
and gave an entirely new cause of action in addition to all 
causes of action of which the state courts then had jurisdiction ; 
that this new and additional cause of action being created by 
and entirely dependent upon a federal statute, must be con- 
strued and enforced by the federal courts unless some new and 
additional authority was directly given to the state courts, and 
this has not been done. Dudley v. Mayhew, (3 N. Y., 1); Con- 
tinental Stove Co. v. Clark, (100 N. Y., 370) and various other 
cases are cited as authority for this proposition, but we 
are of the opinion that the principles enunciated in 
those cases do not support the defendant’s contention. 
The case of Dudley v. Mayhew (supra) involved a 
patent right, and it was held that the courts of this state have 
no jurisdiction to entertain a suit instituted to restrain the 
infringement of a patent right, which is undoubtedly the law 
(Robb v. Connolly, 111 U. $., 624, 6360). But the court in 
this same case pointed out that, while it was true that where a 
statute confers a right and prescribes adequate means of pro- 
tecting it, the proprietor of the right is confined to the statutory 
remedy, where the statute creating the right omits to provide 
against its infringement, the remedy may be pursued at large by 
any appropriate action or proceeding. This is the principle 
involved in the case now under consideration, and as the statute 
has not provided an exclusive remedy, we are of the opinion 
that it cannot be held that the court was without jurisdiction 
simply because the statute gives jurisdiction to the federal 
courts. Trade-marks do not come within that clause of the 
federal constitution which provides that congress shall have 
power to “promote the progress of science and useful art by 
securing for limited times to authors and inventors the ex- 
clusive right to their respective writings and discoveries,” but, 
in so far as it is attempted, finds its authority under the provision 
that congress shall have power “to regulate commerce with 
foreign nations, and among the several states, and with the 
Indian tribes.” The reasons which might exclude patent rights 
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from the jurisdiction of state courts have no application to a case 
such as is here presented under the power of the federal govern- 
inent to deal with interstate commerce. The statute here under 
consideration provides that “the owner of a trade-mark used in 
commerce with foreign nations, or among the several states, or 
with Indian tribes,” may cause the same to be registered; and, 
recognizing the general principle that geographical names can- 
not be made the subject of trade-marks, it is provided “that 
nothing herein shall prevent the registration of any mark used 
by the applicant or his predecessors, or by those from whom 
title to the mark is derived, in commerce with foreign nations 
or among the several states or with Indian tribes, which was in 
actual and exclusive use as a trade-mark of the applicant or 
his predecessors from whom he derived title for ten years next 
preceding February twentieth, nineteen hundred and five”; and 
it was held in Thaddeus Davids Co. v. Davids, (233 U. %., 461 
| Reporter, vol. 4, p. 175]), that this clause was intended to ex- 
tend the principles of the common law to cover a trade-mark 
which had been in actual use and had thus acquired a secondary 
ineaning for an individual name or geographical location in con- 
nection with a given line of goods. The plaintiff in this action 
has such a registered trade-mark, the words “Oneida Commun- 
itv’ being thus protected and unless the contention of the de- 
fendant is right—that this right can be enforced only in the 
federal courts—the plaintiff is entitled to be protected in its 
rights in the present action. 

“Underlying the entire argument in behalf of the plaintiff in error,” 
says the Court in Robb v. Connolly, (111 U. S., 624, 635), “is the idea 
that the judicial tribunals of the states are excluded altogether from the 
consideration and determination of questions involving an authority or 
a right, privilege or immunity, derived from the constitution and laws of 
the United States. But this view is not sustained by the statutes de 
fining and regulating the jurisdiction of the courts of the United States. 
In establishing those courts Congress has taken care not to exclude the 
jurisdiction of the state courts from every case to which, by the consti- 
tution, the judicial power of the United States extends. In the judiciary 
act of 1789 it is declared that the circuit courts of the United States 
shall have original cognizance ‘concurrent with the courts of the several 
States’ of all suits of a civil nature, at common law or in equity, in 
volving a certain amount, in which the United States are plaintiffs or 
petitioners, or an alien is a party, or the suit is between a citizen of 


the state where the suit is brought and a citizen of another state 
By section 711 of the revised statutes of the United States, as amended 
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by the act of February 18, 1875, jurisdiction, exclusive of the courts of 
the several states, is vested in the courts of the United States, of all 
crimes and offenses cognizable under the authority of the United States; 
of all suits for penalties and forfeitures incurred under their laws; of 
all civil causes of admiralty and maritime jurisdiction; of seizures under 
the laws of the United States, on land or on waters not within the 
admiralty and maritime jurisdiction; of all cases arising under the patent 
right or copyright laws of the United States; of all matters and pro- 
ceedings in bankruptcy, and all controversies of a civil nature where a 
state is a party, except between a state and its citizens or between a 
state and citizens of other states, or aliens; the jurisdiction of the states 
remaining unaffected in all other cases to which the judicial power of 
the United States may be extended. And by the act of March 3, 1875, 
the original jurisdiction of the circuit courts of the United States is 
enlarged so as to embrace all suits of a civil nature, at common law or 
equity, involving a certain amount, arising under the constitution and 
laws of the United States, or treaties made or which shal be made 
under their authority, or in which the United States are plaintiffs or 
petitioners, or in which there shall be a controversy between citizens 
of different states, or a controversy between citizens of the same state 
claiming lands under grants of different states, or a controversy between 
citizens of a state and foreign states, citizens er subjects. But it is ex- 
pressly declared that in such cases their jurisdiction is ‘concurrent with 
| the courts of the several states-—the jurisdiction of the latter courts 
| being, -of course, subject to the right to remove the suit into the 
proper court of the United States at the time and in the mode pre- 
scribed, and to the appellate powers of this court, as established and 
regulated by the constitution and laws of the United States. So that 
a state court of original jurisdiction, having the parties before it, may, 
consistently with existing federal legislation, determine cases at law 
or in equity arising under the constitution or laws of the United States, 
or involving rights depending upon such constitution or laws. Upon the 
state courts, equally with the courts of the Union, rests the obligation 
to guard, enforce and protect every right granted or secured by the 
constitution of the United States and the laws made in pursuance thereof 
whenever those rights are involved in any suit or proceeding before 
them, for the judges of the state courts are required to take an oath 
to support that constitution, and they are bound by it and the laws of 
} the United States made in pursuance thereof, and all treaties made 
ie | under their authority, as the supreme law of the land, ‘anything in the 
constitution or laws of any state to the contrary notwithstanding.’ ” 


This, in the absence of some provision of the statute spec- 
ially excluding the state courts from jurisdiction, would seem 
to be a conclusive answer to the contention of the defendant. 
The statute, it is true, provides that “the circuit and territorial 
courts of the United States and the supreme court of the District 
of Columbia shall have original jurisdiction, and the circuit 
courts of appeals of the United States, and the court of appeals 
of the District of Columbia shall have appellate jurisdiction of all 
suits at law or in equity respecting trade-marks registered in 
accordance with the provisions of this act, arising under the 
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present act, without regard to the amount in controversy,” but 
this does not exclude the state courts, who are as much gov- 
erned by an act of congress in administering the law as though 
the statute were enacted by the state legislature. The courts 
mentioned are inferior courts, depending upon the statute for 
their very existence, and it is necessary to the jurisdiction of 
such courts that it should be provided by statute. Such a pro- 
ision does not, however, exclude the courts of origina! juris- 
liction in the several states from enforcing federal statutes, and, 
iecause there seems to be a widespread impression among mem- 
bers of the bar that our state courts have a right at least to 
decline jurisdiction, it may be worth while to quote the court in 
the Second Employers’ Liability Cases (223 U. 5., 1, 55), where, 
after pointing out the paramount authority of the United States 
in legislating under the commerce clause (the clause involved 
here), the court says: 


‘We come next to consider whether rights arising under the con 
gressional act may be enforced, as of right, in the courts of the states 
when their jurisdiction, as prescribed by local laws, is adequate to the 
occasion. The first of the cases now before us was begun in one of 
the superior courts of the state of Connecticut, and in that case the 
supreme court of errors of the state answered the question in the neg 
ative. That, however, was not because the ordinary jurisdiction of the 
superior courts, as defined by the constitution and laws of the state, was 
deemed inadequate or not adapted to the adjudication of such a case, 
but because the supreme court of errors was of opinion (1) that the 
congressional act impliedly restricts the enforcement of the rights which 
it creates to the federal courts, and (2) that, if this be not so, the 
superior courts are at liberty to decline cognizance of actions to enforce 
rights arising under that act, because (A) the policy manifested by it is 
not in accord with the policy of the state respecting the liability of 
employers to employees for injuries received by the latter while in the 
service of the former, and (B) it would be inconvenient and confusing 
for the same court, in dealing with cases of the same general class, to 
apply to some the standards of right established by the congressional act, 
and in others the different standards recognized by the laws of the state. 

“We are quite unable to assent to the view that the enforcement of 
the rights which the congressional act creates was originally intended to 
be restricted to the federal courts. The act contains nothing which is 
suggestive of such a restriction, and in this situation the intention of 
congress was reflected by the provision in the general jurisdictional act, 
‘That the circuit courts of the United States shall have original cogni- 
zance, concurrent with the courts of the several states, of all suits of 
a civil nature, at common law or in equity, where the matter in dispute 
exceeds, exclusive of interest and costs, the sum or value of two 
thousand dollars, and arising under the constitution or laws of the 
United States” (August 13, 1888, 25 Stat., 433, c. 866, sec 1; Robb v 
Connolly, 111 U. S., 624, 637; United States v. Barnes, 222 U. S., 513). 
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This is emphasized by the amendment engrafted upon the original 
act in 1910, to the effect that ‘the jurisdiction of the courts of the United 
States under this act shall be concurrent with that of the courts of the sev 
eral states, and no case arising under this act and brought in any state 
court of competent jurisdiction shall be removed to any court of the 
United States... The amendment, as appears by its language, instead of 
granting jurisdiction to the state courts, presupposes that they already 
possessed it. 
+ * * * * 

“The suggestion that the act of congress is not in harmony with 
the policy of the state, and therefore that the courts of the state are 
free to decline jurisdiction, is quite inadmissible, because it presupposes 
what in legal contemplation does not exist. When congress, in the exer 
tion of the power confided to it by the constitution, adopted that act 
it spoke for all the people and all the states, and thereby established a 
policy for all. That policy is as much the policy of Connecticut as if 
the act had emanated from its own legislature, and should be respected 
accordingly in the courts of the state. As was said by this court in 
Claflin v. Houseman (93 U. S., 130, 136-7): ‘The laws of the United 
States are laws in the several states, and just as much binding on the 
citizens and courts thereof as the state laws are. The United States is 
not a foreign sovereignty as regards the several states, but is a con 
current and, within its jurisdiction, paramount sovereignty. * * 
If an act of congress gives a penalty (meaning civil and remedial) to a 
party aggrieved, without specifying a remedy for its enforcement, there 
is no reason why it should not be enforced, if not provided otherwise by 
some act of congress, by a proper action in a state court. The fact 
that a state court derives its existence and functions from the state 
laws is no reason why it should not afford relief, because it is subject 
also to the laws of the United States, and is just as much bound to 
recognize these as operative within the state as it is to recognize the 
state laws. The two together form one system of jurisprudence, which 
constitutes the law of the land for the state: and the courts of the two 
jurisdictions are not foreign to each other, nor to be treated by each 
other as such, but as courts of the same country, having jurisdiction 
partly different and partly concurrent. * * * It is true the sover- 
eignties are distinct, and neither can interfere with the proper juris 
diction of the other, as was so clearly shown by Chief Justice Taney in 
the case of Ableman vy. Booth (21 How., 506); and hence the state courts 
have no power to revise the action of the federal courts, nor the federal 
the state, except where the federal constitution or laws are involved. 
But this is no reason why the state courts should not be open for the 
prosecution of rights growing out of the laws of the United States, 
to which their jurisdiction is competent, and not denied.’ 

“We are not disposed to believe that the exercise of jurisdiction 
by the state courts will be attended by any appreciable inconvenience 
or confusion; but, be this as it may, it affords no reason for declining 
a jurisdiction conferred by law. The existence of the jurisdiction 
creates an implication of duty to exercise it, and that its exercise may 
be onerous does not militate against that implication. * * * We 
conclude that rights arising under the act in question may be enforced, 
as of right, in the courts of the states when their jurisdiction, as pre 
scribed by local laws, is adequate to the occasion.” 


* 


The learned Court at special term, following the case of 
Kayser & Co. vy. Italian Silk Underwear Co. (160 App. Div., 
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607 |Reporter, vol. 4, p. 58]), reached the conclusion 
that the action was maintainable in the courts of this 
state, in harmony with the authorities above cited, but 
in sustaining the plaintiff's action in this regard, gave 
an affirmative judgment to the defendant, a wrongdoer, per- 
mitting it to make use of the word “Oneida,” as an address upon 
the pan of the trap, while excluding the corporate name of the 
defendant from the pan as an invasion of the plaintiff’s registered 
trade-mark. This seems to us like a fanciful use of the jurisdic- 
tion of the Court and one calculated to perpetuate the fraudulent 
purpose of the defendant rather than serve the wellbeing of 
the plaintiff, which has taken all the steps to preserve its right 
in its good will. The plaintiff has marketed its traps at a large 
expense for many years, the advertising has been of the “Oneida 
Community Game Traps,” and with various subordinate uses 
of the word “Oneida” in connection with the several sizes and 
peculiar makes, and each one of the traps has borne upon the 
pan, in a circular form, the words “Victor Oneida Community, 
N. Y.” or “S. Newhouse, Oneida Community, N. Y.,” or with 
the “N. Y.,” left off, with variations for the other brands. The 
registered trade-mark is of the words “Oneida Community” and 
the record in connection with the registration shows that “the 
trade-mark is usually displayed by stamping the same upon the 
trap itself,’ but under the judgment the plaintiff gets no 
practical benefit of its registered trade-mark, for the defendant, 
with no such claim in its answer, is given an affirmative decree 
permitting it to stamp upon the pan of its traps “Game Traps, 
Triumph No. 1, Manufactured at Oneida, N. Y.,” which game 
traps are concedediy made for the purpose of entering into 
competition with the plaintiff’s traps, being built upon sub- 
stantially the same model as the “Victor,” which has an estab- 
lished trade. But why should the defendant, who is violating the 
plaintiff's rights, be given affirmative relief? The learned Court 
at special term seems very tender of the invader of the plaintiff's 
rights; we are told that “I find the address on the trap is neces- 
sary to this defendant; without it the trapper, far afield, would 
not know who was the maker of the trap.” But the address 


does not tell who was the marker of the trap if this is important 
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to the trapper far afield. He knows that they are game traps; 
he knows that it is marked “Triumph No. 1” and that it 
purports to be manufactured at “Oneida, N. Y.,” and _ this 
the plaintiff contends, and properly we believe under the 
circumstances of this case, that it tends to carry the in- 
pression that the trap is one manufactured by the Oneida 
Community, which has an established reputation in the manu- 
facture of these traps. The plaintiff, which has builded up this 
reputation, gets no benefit from this judgment; it might just 
as well be without the judgment. The essential vice of the judg- 
ment, in so far as it relates to the plaintiff, is that it permits the 
defendant to make use of the dominant word in its trade-mark 
at the very point where the plaintiff has displayed for years the 
words “Oneida Community.” It is perfectly true that the de- 
fendant has the right to manufacture game traps at Oneida, but 
it has no right, as against the plaintiff's registered trade-mark, 
to make use of the word “Oneida” in such a manner as to 
carry the idea to its customers that it is supplying the market 
with the Oneida Community game traps, and there can be little 
doubt, despite the ingenious excuses offered that the Oneida 
Game Trap Company was created and located in the city of 
Oneida for the very purpose of accomplishing this result. It was 
the name which was identified with the game trap business of 
the world; ninety-two per cent of all the game traps manufac- 
tured were made by the Oneida Community, Limited, with fac- 
tories at or near Oneida and at Niagara Falls, and the name 
“Oneida” in association with the game trap business had a value 
which the former employees of the Oneida Community, Limited, 
well knew and understood, and upon the suit of the plaintiff to 
protect its rights the defendant has a judgment which will enable 
it to so far imitate the goods of the plaintiff, in markings, as to 
readily deceive those who are not looking particularly to the 
exact name of the plaintiff corporation. If we follow the sug- 
gestion of Lord Bacon that in the interpretation of statutes we 
are “to note and single out the material words whereupon the 
statute is framed, for there are in every statute certain words 
which are as veins where the life and blood of the statute cometh,” 
we shall readily understand that “Oneida” is the material word 
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in the trade-mark of the plaintiff, and when this word is used in 
the same location upon the trap of the defendant that it occupies 
upon the trap long manufactured and sold by the plaintiff, it 
cannot be doubted that it is such an invasion of the rights of the 
plaintiff in its trade-mark as to entitle it to adequate protection, 
such as was granted in the case of Kayser & Co. v. Italian Silk 
Underwear Co. (supra), where the corporation was restrained 
from the use of the word “Italian” in its corporate name. 

The defendant here does not claim to be entitled to the 
judgment rendered; it appeals from so much of the judgment 
as gives the plaintiff any relief whatever, and in its answer claims 
to be entitled to a judgment dismissing the complaint. Its con- 
tention is that it has a right not to the judgment rendered, but 
to a judgment permitting it to continue to use the name 
“Oneida Game Trap Company” and to have this name and the 
address “Oneida, N. Y.,” stamped upon the pan of its traps; 
it insists that it has not violated any of the rights of the plaintiff 
under its registered trade-mark. It specifically asks to have the 
judgment reversed in so far as it declares “that the name ‘Oneida 
Game Trap Co., Inc.,’ is a colorable imitation of plaintiff's trade- 
mark ‘Oneida Community, Limited,’ but only so by reason of 
the stamping on the pan; the phrase or wording in its setting 
upon the round pan, taken together, effects the violation. De- 
fendant cannot use it in that connection.” It likewise asks to 
have the judgment reversed in so far as the judgment provides 
that “the defendant and its agents, servants and employees are 
and each of them is hereby enjoined and restrained from the 
use of its corporate name as now made upon the pan of its 
trap; it may place its corporate name upon any other part of its 
trap; it may stamp upon the pan of its trap its address, coupled 
with other words substantially as follows ‘Game Traps, Triumph 
No. 1, Manufactured at Oneida, N. Y.’ It may insert any of 
its brands in place of ‘Triumph.’ ” 

That is, the defendant, which has been guilty of a colorable 
imitation of plaintiff's trade-mark, which has sought by artifice 
to defraud the plaintiff of its rights under its registration, is told 
that it cannot do the thing which it has wrongfully done, but 
that it may do something else; it may make conspicuous the fact 
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that it is manufactured at Oneida, this word having been ident- 
ifed for sixty years with the principal manufacture of game 
traps in the world, placing this announcement where the plaintiff 
has for years made its announcement that the traps were the 
product of the Oneida Community—upon the pan of the trap- 

and then that it might place its corporate name upon any other 
part of the trap. This does not appear to us to be the proper 
disposition of this case. Leaving entirely out of the question 
the many and important facts which point strongly to unfair 
competition, we are of the opinion that the use of the corporate 
name “Oneida Game Trap Co.” in connection with the pro- 
duction of traps to enter into competition with the Oneida Com- 
munity, Limited, traps, is a colorable imitation of plaintiff's 
trade-mark ; that it was clearly designed to work the same mis- 
chief which was involved in the case of Kayser & Co. v. Italian 
Silk Underwear Co. (supra), and that in enacting the trade- 
mark act of 1905 and inserting the provisos in section five thereof, 
congress did not intend to provide for a barren notice of an in- 
effectual claim, but to confer definite rights, and an applicant 
properly registered under the act becomes the owner of the 
trade-mark and entitled to be protected in its use as such 
(Thaddeus Davids Co. v. Davids, 233 U. S., 461). In a case 
of unfair competition it may be necessary to show intent to 
deceive the public, but in a case for violation of a properly 
registered trade-mark it is not necessary to show wrongfu! intent 
or facts justifying an inference of such intent (Thaddeus Davids 
Co. v. Davids, supra). It is sufficient that the rights intended 
to have been secured by the registration have been invaded, and 
the defendant, having wrongfully sought to take that which 
belongs to the plaintiff, is not entitled in a court of equity to 
“something just as good.” The plaintiff is entitled to a practical 
injunction, one which will secure it in the right to the exc!usive 
use of the word “Oneida” in connection with the manufacture 
of game traps, and to this end the defendant should be restrained 
from making use of its corporate name, as well as the stamping 
of the word “Oneida” upon its traps. It is not the province 
of a court of equity to aid wrongdoers; it fulfills its mission 


when it has restrained the commission of a wrong, leaving the 
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wrongdoer to figure out for himself how far he can disregard 
the mandate of the Court and the requirements of a clean con- 
science. 

Let the findings of fact and conciusions of law be amended 
in harmony with this opinion, such findings and conclusions to 
be submitted to one of the justices of this court for approval. 

Costs are awarded to the plaintiff. 

All concur. 


COURT OF APPEALS OF THE DISTRICT OF 
COLUMBIA 


Tue Fiscureck Soar Co. v. KLEENO Mec. Co. 
(216 O. G., 663 ) 
May 28, 1915 


1. Goops OF THE SAME DESCRIPTIVE PROPERTIES. 

Washing powder and metal polish are goods of the same descrip 

tive properties, within the meaning of the trade-marks act. 
2. TRADE-MarRK REGISTRATION—DISCLAIMER. 

Where an applicant for registration incorporates in his mark 
the essential feature of the mark of another, a disclaimer thereof is 
of no consequence to remove the conflict between the marks or to 
relieve the other of the damage resulting from infringement upot 
his mark, for the disclaimer would not be generally known to the 
public, who would ve cognizant only of the mark as used upon the 
market. 


For the decision of the Commissioner of Patents from which 


this appeal is taken, see Reporter, vol. 4, p. 505. Reversed. 


Mr. IV. G. Henderson, for the appellant 
Mr. H. S. Knight, for the appellee. 


Ross, |—This is an appeal from a decision of an Assistant 
Commissioner of Patents dismissing appellant’s opposition to the 
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registration to the appellee of the following mark, which ap- 
pellee claims to have used since 1913: 






am 


ee || 


In the notice of opposition it is set forth that appellant 
has continuously used the trade-mark “‘Kleeno” since 1895 and 
that it registered that mark in the Patent Office December 19, 
Ig11; that the mark has been used on goods consisting of a 
powder used and adapted for use in washing various materials 
and articles and adapted for use in cleansing and polishing vari- 
ous materials, including goods made of metal; that goods of the 
descriptive character mentioned, bearing the trade-mark 
“Kleeno”’- 


have come to be recognized and are recognized by the trade and the 
public as goods made and sold and having their origin with said Fisch- 
beck Soap Company, and said trade-mark Kleeno is indicative of the 
1a origin and genuineness of goods or preparations made by said Fischbeck 
i Soap Company. 
The Examiner of Interferences dismissed the opposition 
upon the ground that the appellee has disclaimed the word 
‘“Kleeno.”” The Assistant Commissioner ruled that the goods 
of the parties are not of the same descriptive properties. 


We think the goods of the respective parties are of the same 
descriptive properties within the meaning of the Trade-Mark 
Act. (American Stove Company v. Detroit Stove Co., 31 App. 
D. C., 304; 134 O. G., 2245; 1908, C. D., 407; Walter Baker Co. 
v. Harrison, 32 App. D. C., 272; 138 O. G., 770; 1909, C. D., 
284; Anglo American Light Co. v. General Electric Co., present 
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term, 215 O. G., 325 | Reporter, vol. 5, p. 343].) In the case 
last cited it was ruled that the Patent Office properly refused to 
register the word “Mazda” as a trade-mark for incandescent 
gas-mantles, when the word had already been appropriated and 
extensively used as a trade-mark for electric lamps. We said: 

We think Congress, in using the words “descriptive properties,” 
intended that they should be given their popular signification. Giving 
them that signification, no trade-mark may be registered when it is 
appropriated to goods of the same general qualities or characteristics 
as those of the goods to which another trade-mark already has been 
appropriated. 

\Ve directed attention to the fact that gas-mantles and elec- 
tric lamps were used for the same purpose, were usually sold 
by the same dealer, and frequently were used together on com- 
bination fixtures; that while no man of average intelligence 
would purchase a “Mazda” gas-mantle in the belief that it was 
a “Mazda” electric lamp, the average person would believe that 
he was purchasing the product of the manufacturer of “Mazda” 
lamps. In the present case the notice of opposition sets forth 
that appellant’s ““Kleeno” powder is used in washing various 
materials or articles and adapted for use in cleansing and polish- 
ing articles made of metal. In other words, that it 1s adapted 
for the same uses to which appellee’s polish is adapted. Appel- 
lant, therefore, legitimately may extend its trade, if it has not 
already done so, to include the specific uses to which appellee’s 
polish is adapted. Appellant, having established a trade repu- 
tation, ought not to have that reputation put in jeopardy by the 
registration to the appellee of the same mark for use upon goods 
so nearly alike, and the public likewise is entitled to protection. 

The fact that the appellee has filed a disclaimer is of no con- 
sequence, for 
one ‘has no right to incorporate the mark of another as an essential 
feature of his mark. Such a practice would lead to no end of confusion 
and deprive the owner of a mark of the just protection which the law 


accords him. (Carmel Wine Co. v. California H'inery, 38 App. D. C., 1: 
174 O. G., 586; 1912, C. D., 428 [Reporter, vol. 2, p. 33].) 


The disclaimer would slumber in the archives of the Patent 
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(Othce while the mark would be used as registered. That is to 
say, the disclaimer would make no difference to the public. Such 
a subterfuge ought not to be permitted. Whether the firm-name 
of appellee may be registered as a part of its mark depends upon 
how it is applied. (Rogers v. International Silver Co., 34 App. 
ID C., 410; 153 O. G., 1085; 1910, C. D., 361.) 

The decision must be reversed. 





THe ANGLO AMERICAN INCANDESCENT Licut Co. v. THE GEN- 
ERAL ELeEctRIC Co. 


(215.0: G.,. 325) 
March 20, 1915 


Goons OF THE SAME DESCRIPTIVE PROPERTIES. 

Incandescent gas mantles and incandescent electric lamps are 
goods of the same descriptive properties, within the meaning of the 
federal trade-marks act. Hence registration of the same trade-mark 
to different parties for both, is properly denied. 

For the decision of the Commissioner of Patents from 


which this appeal is taken, see Reporter, vol. 4, p. 413. A!firmed. 


Mr. F. S. Appleman for the appellant. 
Mr. Thos. J. Johnston for the appellee. 


Rone, J.—Appeal from a decision of the Patent Office sus- 
taining the opposition of the appellee to the registration by the 
appellant of the word “Mazda” as a trade-mark for incandes- 
ie | cent gas-mantles. 

The appellee registered and very extensively advertised and 
used this word as a trade-mark for incandescent electric lamps 
prior to its adoption and use by the appellant. The evidence 
fully sustains the finding of the Examiner of Interferences that 
appellant— 


not only knew of the prior use of the word “Mazda” upon electric 
lamps by the General Electric Company (the appellee), but adopted the 
same for gas mantles because of the publicity which the mark had 
attained from its extensive advertising by the latter company. 


The Tarde-Mark Act (33 Stat., 724), to which we have 


“ 


many times referred, denies registration to trade-marks which 
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are identical with a registered or known trade-mark owned and 
in use by another and appropriated to merchandise of the same 
descriptive properties, or which so nearly resemble such a reg- 
istered or known trade-mark as to be likely to cause confusion 
or mistake in the mind of the public or to deceive purchasers, 
if appropriated to merchandise of the same descriptive proper- 
ties. As we said in Phoenix P. and I’. Co. v. Lewis & Bro. 
(32 App. D. C., 285; 139 O. G., 9go; 1909, C. D., 303), in enact- 
ing this legislation Congress evidently intended to prevent the 
registration of a mark that would enable an unscrupulous dealer 
to obtain the benefit of a valuable trade reputation established 
by conscientious effort and fair dealing, to the injury of the 
public as well as to the one who had established such a reputa- 
tion. It is our duty, therefore, to give the act such a practical 
interpretation as will effectuate its obvious intent. In the above 
cited case, we ruled that- 


two trade-marks may be said to be appropriated to merchandise of the 
same descriptive properties, in the sense meant by the statute, when 
the general and essential characteristics of the goods are the same. 


The Century Dictionary thus defines the noun “property” : 


Any character always present in an individual or a class; an essential 
attribute; a pecular quality; loosely, any quality or characteristic. 

We think Congress, in using the words “descriptive proper- 
ties,’ intended that they should be given their popular significa- 
tion. Giving them that signification, no trade-mark may be reg- 
istered when it is appropriated to goods of the same general qual- 
ities or characteristics as those of the goods to which another 
trade-mark already has been appropriated. In American Stove 
Co. v. Detroit Stove Co. (31 App. D. C., 304; 134 O. G., 2245; 
1go8, C. D, 407), we ruled that gasolene stoves and coal or wood 
stoves were goods of the same descriptive properties, within the 
meaning of the Trade-Mark Act. We think that decision con- 
trolling here. It was pointed out that the two classes of stoves 
were devoted to the same general use, that of heating and cook- 
ing; in other words, that their general qualities or characteristics 
were so nearly identical that the vending of each by two rival 
manufacturers, under the same trade-mark, would be likely to 
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cause confusion, to the injury of the one first to adopt the mark 
and to the general public. In the present case, as in the above 


cited cases, the goods are used for the same purposes, namely, 


artificial lighting. ‘They not only are usually sold by the same 
dealer but frequently are used together on combination fix- 
tures. While, of course, no one of average intelligence would 
purchase a “Mazda” gas mantle in the belief that it was a 
“Mazda” electric lamp, the average person would believe that he 
was purchasing the product of the manufacturer of ‘Mazda’ 
lamps. (See IValter Baker Co. v. Harrison, 32 App. D. C., 272: 
138 O. G., 770; 1909, C. D., 284.) It requires no argument to 
demonstrate that injury might result from such confusion, both 
to the appellee and to the general public. 
The decision is affirmed. 


LincoLn Parntr & Coror Co. v. THE AMERICAN PAINT WorkKSs 
(216 O. G., 1013) 
May 28, 1915 


TRADE-\MARKS—DESCRIPTIVE Worp. 
The word “Climatic” is descriptive as applied to mixed paints 
and hence not registrable as a trade-mark therefor. 
For the decision of the Commissioner of Patents, from which 
this appeal is taken, see Reporter, vol. 5, p. 81. Reversed. 


Me Banning & Banning for the appellant. 
Mr. E. T. Fenwick and Mr. L. L. Morrill for the appellee. 


VAN OrspdEL, J.—Appellant, Lincoln Paint & Color Com- 
pany, filed a notice of opposition in the Patent Office to the reg- 
istration by appellee, the American Paint Works, of the word 
“Climatic” as a trade-mark for mixed paints. 

It was stipulated that appellee had used the mark on mixed 
paints since 1906, and that the opposer had used the words “Lin- 
coln Climatic Paint” as a trade-mark for mixed paints since 
i910. The applicant being concededly the prior user, the only 
question before us is whether or not the mark is descriptive of 
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the quality of the goods on which it is used. The tribunals of the 
Patent Office, holding that it was not descriptive, dismissed the 
opposition. 

Numerous advertisements put out by the applicant and the 
opposer were exhibited illustrating the use of the word “Clhi- 
matic” in connection with the production, use and sale of mixed 
paints. The opposer had a special formula adapted for use 
under four different climatic conditions alleged to exist in the 
United States, and the label contained a map of the United 
States defining the territory in which a particular formula should 
be used to best withstand the peculiar climatic conditions. The 
applicant advertised its climatic mixed paint as specially adapted 
to a damp climate, the discovery of which it claimed to have 
made by persistent and expensive experiment. In the light of 
this disclosure, and the common knowledge of the effect of cli- 
matic conditions upon paint, we think the mark is clearly de- 
scriptive, and not entitled to registration. It indicates the chief 
characteristic which lends value to the goods. 

There are doubtless instances where the word “Climatic” 
might be used as a purely arbitrary trade-mark, but in determin- 
ing the right of applicant to have it registered in the present case, 
the use becomes most important. In Bennet et al v. McKinley 
(65 Fed., 505), where the court had under consideration the 
word “Instantaneous” as a trade-mark to be used on a certain 
kind of tapioca which could be instantly softened for cooking, 
the court said: 

The word which would be fanciful or arbitrary when applied to 
one article may be descriptive when applied to another. If it is so 
apt, and legitimately significant of some quality of the article to which 
it is sought to be applied, that its exclusive concession to one person 
would tend to restrict others from properly describing their own similar 
articles, it cannot be the subiect of a monopoly. * * * Applying the 
rule to the facts of the present case, we think the word “Instantaneous,” 
as applied to the kind of tapioca dealt in by the parties, is descriptive 
and consequently not a valid trade-mark. It not only is aptly and 
truthfully descriptive of one of the properties of the article to which it 
is sought to be applied, but it is spacial appropriate to point out con- 


cisely and accurately the peculiar characteristics which distinguishes 
the particular tapioca from other varieties. 


The present mark is not used on a commodity sold only to 


persons skilled in the use of paint, but on mixed paint which 
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is sold and used by the public generally. Not only would it 


convey the impression to the purchaser that the paint was spec- 


ially adapted to withstand the rigors of the climate, but it is so 
represented by the advertisements describing the superior quality 
of the goods bearing the mark. As we said in the case of in re 
Central Consumers Co. (32 App. D. C., 523; 140 O. G., 1211; 


1go9, C. D., 329): 


It was evidently the intention of Congress, in placing these restri 
tions in the trade-mark act, to prohibit anyone from acquiring a property 
right, protected by law in its exclusive use, in a name possessing any 
inherent signification that would, of itself, enhance the sale or value 
of the article or articles to which it may be applied. In other words, it 
was intended to limit the selection to mere arbitrary words or designs, 
the value of which should consist alone in their becoming fixed in th: 
public mind from continued use on the goods of the owner. It was 
not intended that the mark should lend value to the goods, but that the 
quality of the goods and the reputation of the owner should ultimatel) 
make the mark valuable as a symbol in the connection in which it may 
be used. 


The decision of the Commissioner of Patents is reversed, and 
the clerk is directed to certify these proceedings as by law re- 
quired, 


Witson v. HECHT 
(216: ©; (G,.. F319) 
June I, 1915 


TrRADE-MArRK—CopyricGHt CoNFERS No TRADE-MARK RIGHTS 

The opposer of a registration designed an original figure and 
coined a name for it and secured copyrights. The owner of a thing 
copyrighted acquires, through the copyright, no property in the name 
by which it is designated. 
TRADE-MARK—DesIGN Patent AcouirES No TRADE-MarK RIGHTS 

The opposer of a registration designed an original figure and 
obtained a design patent for it. The name by which the figure is 
designated forms no part of the thing protected by the patent. 
TrADE-MARK OpposITioN—GrROUND 

The opposer of a registration must show damage actual or prob 
able resulting from the registration to support a claim to oppose such 
registration. 


For the decision of the Commissioner of Patents from which 
this appeal is taken, see Reporter, vol. 5, p. 107. Affirmed. 
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Mr. L. S. Bacon, Mr. J. H. Milans, and Mr. D. A. Usina for 
the appellant 
Mr. Henry A. IVise for the appellee 


VAN OrsbDEL, |.—Appellant, Rose ©’Neill Wilson, filed in 
the Patent Office a notice of opposition to the application of 
William Hecht for the registration of the word “Kewpie” as a 
trade-mark for children’s suits. From the decision of the Com 
missioner of Patents sustaining the motion of Hecht to dismiss 


the notice of opposition, Wilson has appealed. 


The grounds of opposition are stated in the notice as follows: 


First. In 1009, | designed an original figure and coined for it th 


name “Kewpie” and published various pictures of th gure and various 
magazine articles, books and art prints containing the figure and the 
word and secured copyrights for the same. The essence of these articles 


was the name “Kewpie’ and the figure thereof and anv reproduction of 
either of these is an infringement of my copyright. | have received 
large royalties on said copyright and am still engaged in having publishe 
articles containing this figure under this name and receiving large ro 
alties therefrom 

Second. The figure has also been covered by me in design patents 
Nos. 43,680 and 44,393, and has been copyrighted as a statuette or art 
figure by me prior to the year 1914 and has been manufactured and 
sold extensively under the name “Kewpie” under licenses from me and 
I have received and am still receiving large royalties therefrom 

Third. The word “Kewpie” and the figure have become so identified 
with one another and have become so widely known that the use of 
the word on the goods of one party and the figure on the goods of 
another party would cause confusion in the trade and would cause the 
ordinary purchaser to mistake the goods of one party for those of 
another party. 

Fourth. I have granted licenses and have received royalties fron 
licenses for the right to use the name and the figure and am engaged 


s 


in the business of granting such licenses. The trade-mark has beet 
registered by me (No. 92611) and under such licenses by Wm. P. O’ Neill 
No. 95,355 and by Geo. Borgfeldt & Co. under Nos. 94,980, 95,292, 95,293, 
95,392, 95,393, 95,880, 95,9079, and 95,980 \ny registration of the nam 
or figure by unlicensed parties will destroy the value of the licenses 
which I might give t third party to use the word or the figure upon 
us goods either as a trade-mark or in any other way 

Fifth. I have just entered into a contract with a third party t 
permit him to apply the name ‘‘Kewpie” and the figure thereof as < 
trade-mark or otherwise to clothing and specifically to children’s wash 
able suits of pajamas and nightrobes. The registration of the mark 


1 


as published to said Hecht will destroy or seriously injure the value 
of this contract and the proceeds which | would receive therefrom 
Sixth. I and my licensees are engaged in the business of designing 
a great variety of articles including children’s clothes in which the word 
“Kewpie” and the figure of a Kewpie are to be used as decorations and 
as identifying marks and I have undertaken by contract to secure to 
my licensees the monopoly granted by my copyright on such 


designs 
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If the name and the figure or if the name alone are registered as a 
trade-mark to Hecht and so used by him such registration and use will 
destroy or seriously impair the value of such designs and the right of 
my licensees to use either the name or the figure upon their goods or 
as trade-marks or identifying marks therefor. 

It appears that the opposer is the originator of a statuette 
or figure of art for which she coined the name “Kewpie.” She 
has issued and had copyrighted literature pertaining to this im- 
aginary being, and has also secured a design patent for the figure 
itself. Opposer also alleges that she is engaged in the business 
of granting licenses, and has licensed, upon royalty, the right 
to use the name and figure. Her claim is that the literature and 
figures are known by the name “Kewpie,” and that applicant’s 
trade-mark use of the name constitutes an infringement of her 
copyright. 

Opposer seems to base her case upon the false hypothesis 
that under the copyright and design patent she has secured title 
to the name. It is well settled that the owner of the thing copy- 
righted acquires through the copyright no property in the name 
by which it is designated. 

Neither the author nor proprietor of a literary work has any property 
in its name. It is a term of description, which serves to identify the 
work; but any other person can with impunity adopt it, and apply it 
to any other book, or to any trade commodity, provided he does not use 
it as a false token, to induce the public to believe that the thing to 
which it is applied is the identical thing which it originally designated. 
If literary property could be protected upon the theory that the name 
by which it is christened is equivalent to a trade-mark, there would 
be no necessity for copyright laws. (Black et al., v. Ehrich et al., 44 
Fed. Rep., 793.) 

Nor is the opposer in better position under her design patent. 
The figure is what was patented, and the name by which it is 
designated forms no part of the patent. 

Conceding, as we must, the truth of the allegations contained 
in the notice of opposition, the opposer has totally failed to bring 
herself within the protection of the statute. It is unnecessary to 
consider in how far the name “Kewpie” and the thing copyrighted 
and patented are equivalents, or in how far the word ‘“Kewpie” 
may be applied to goods of the same general description as those 
protected by opposer’s copyright and design patent without con- 
stituting infringement, since opposer is not in position to object 
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to the trade-mark use of the word by applicant. She is engaged 
in the business of granting licenses, and it clearly appears that 
neither she nor her licensees have ever used the word ‘‘Kewpie” 
or the figure as a trade-name or trade-mark for children’s cloth- 
ing. 

The mere allegation that she has licensed a third party to 
apply the name “Kewpie” and the figure thereof as a trade-mark, 
or otherwise 
to clothing and specifically to children’s washable suits of pajamas 
and nightrebes, 
establishes no ground of opposition against a person already 
using the name as a trade-mark for the same class of goods. In 
Battle Creek Sanitarium Co. v. Fuller (30 App. D. C., 411; 134 
©. G., 1299; 1908, C. D., 370), Chief Justice Shepard, speaking 
for the court, said: 


The allegation is that the opponent “uses in its advertising matter 
the words ‘Health Food’ or words of similar purport,” and has so used 
them for about twenty-eight years. No trade-mark right grows out 
of the mere invention or discovery of the word or symbol, but out of 
its use as such. (T7rade-Mark Cases, 100 U. S., 82.) To constitute a 
trade-mark use, the mark must be attached or applied to the goods. 
(Columbia Mill Co. v. Alcorn, 150 U. S., 460; 65 O. G., 1916; 1893, C. D., 
672.) Property in it can only be acquired by the actual application of 
it to goods of a certain class, so that it serves to indicate the origin 
of the goods; that is to say, identify them with the particular manufacturer 
or trader, and to distinguish them from similar goods. (United States 
v. Braun, 39 Fed., 775: 28 Am. & Eng. Enc. Law, p. 346.) The mere 
advertisement of the words or symbol without application to the goods 
themselves is insufficient to constitute a trade-mark. 


It logically follows that an opposer must show a legal dam- 
age to authorize him to oppose successfully the registration of a 
trade-mark. While the provision of section 6 of the Trade- 
Mark Act (33 Stats. L., 726) permitting— 


any person who believes he would be damaged by the registration of 
a mark— 

to oppose the same by filing a notice of opposition, is very broad, 
it has been steadfastly held that the opposer must establish an 
injury of a legal character (Mc/lhenny’s Son v. New Iberia Co., 
30 App. D. C.. 337; 133 O. G., 995; 1908, C. D., 325; Battle 
Creck Sanitarium Co. v. Fuller, supra; Underwood Co. v. Dick 
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Co., 36 App. D. C., 175; 163 O. G., 730; 1911, C. D., 298 [Re- 
porter, vol. I, p- 35]; Tim & Co. v. Cluett, Peabody & Co., 42 
App. D. C., 212; 202 O. G., 306; 1914, C. D., 183 [ Reporter, vol. 
4, p. 3609].) 

In the Battle Creek case, the rule is concisely stated as fol- 
lows: 


It is not sufficient for the opponent to say that he believes he would 
be damaged. He must allege some fact showing an interest in the sub 
ject-matter from which damage might be inferred. Ii he has not used 
the mark as a trade-mark upon goods of a like description he can suffer 
no damage from its registration by another. 

pposer’s dithculty consists in failing to distinguish between 
a copyright or design patent and a trade-mark. The mere fact 
that through her literature she has given publicity to this imag- 
inary being called ‘“Kewpie,” and by her inventive genius has 
created a figure for which she has secured a design patent, ac- 
cords her no trade-mark right in the name by which this imag- 
inary being is designated. It would hardly be contended for il- 
lustration, that the owner of a copyright on a picture called 
“Uncle Tom’s Cabin,” would be heard to object to the use of 
that title by another as a trade-mark for whisky. Before opposer 
can be heard, therefore, it must appear that she has used the 
figure or word “Kewpie” as a trade-mark on goods of the same 
descriptive properties as the goods of applicant to which the mark 
is applied and at a date prior to its use by applicant. In this 
she totally fails. 

14 The decision of the Commissioner of Patents is affirmed, 
and the clerk is directed to certify these proceedings as by law 
required. 














The 
United States Trade-Mark Association 


Maintains the most complete bureau for the protection of 
trade-marks in this, or in any country; 


Owns the largest library of trade-mark literature in the 
United States, and one of the largest in existence; 


Furnishes the most reliable information to be had, on any 
question of trade-mark protection; 


Registers trade-marks in all countries ; 


Has proposed and passed legislation of inestimable value to 
trade-mark property, both in the United States and in foreign 
countries ; 


Cooperates with attorneys in protecting their clients’ interests. 


Tue Unitep States TrapE-MARK ASSOCIATION, 
32 Nassau Street, 


New York City. 





